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REMARKS 

Claims 1-15, 17-34, and 36-49 are pending and stand rejected. Claims 1-15, 19-34, 
36, 40, 41, 42, 47, and 48 have been amended, claims 17 and 18 have been canceled, and 
claims 50 and 51 have been added. The applicant respectfully requests reconsideration 
and allowance of the pending claims in light of the following. 

I. Double Patenting Rejections 

From page 2 to page 284, the Office Action rejected claims 1-15, 17, 34, and 36-49 
on the ground of non-statutory obviousness-type double patenting in light of numerous 
different combinations of co-pending applications, issued patents, and cited art. The 
applicant elects to hold such rejections in abeyance and address such rejections at such 
time the present application is otherwise ready for allowance. The applicant has not 
reviewed the propriety of such rejections at this time as such rejections are premature 
considering that the scope of the pending claims may change prior to allowance. 

II. Rejections Under 35 U.S.C. § 101 

The Office Action rejected claims 1-15 and 17-34 under 35 U.S.C. § 101 as not 
falling within one of the four statutory categories of invention. Claims 1-15 and 19-34 
have been amended, and claims 17 and 18 have been canceled. While the applicant 
does not agree with the assessment of claims 1-15 and 17-34, the applicant, in the 
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interest of expediting prosecution, has amended independent claims 1 and 20 to clarify- 
that the claimed process is implemented by a machine. Furthermore, the applicant 
points out that claims 1 and 20 edit an image and save edits to the image. Each of 
claims 1-15 and 17-34, therefore, perform a practical and useful transformation on an 
image and as such are not directed to an abstract idea. 

The applicant further points out that the present rejection appears to be prefaced 
on the state of the law prior to the relatively recent U.S. Supreme Court decision of Bilski 

v. Kappos, 561 U.S. (2010) (Bilski). Of importance, the U.S. Supreme Court noted that 

the "machine-or-transformation" test, while useful in determining whether a claim is 
directed to an abstract idea, is not controlling. The applicant suggests that the July 27, 
2010 Memorandum to the Examining Corps entitled "Interim Guidance for 
Determining Subject Matter Eligibility for Process Claims in View of Bilski v. Kappos" be 
consulted for a more up-to-date viewpoint of subject matter eligibility under 35 U.S.C. § 
101. 

In light of the above and the present amendments to claims 1-15 and 19-34, 
withdrawal of the present rejection of claims 1-15 and 19-34 is earnestly solicited. 
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III. Rejections Under 35 U.S.C. S 102 (Baar) 

The Office Action rejected claims 20, 21, 33, and 34 under 35 U.S.C. § 102 as being 
anticipated by U.S. Pub. 2002/0044154 to Baar et al., hereinafter "Baar." Claims 20, 21, 
33, and 34 have been amended. Allowance of claims 20, 21, 33, and 34 in light of the 
following is earnestly solicited. 

Each of claims 20, 21, 33, and 34 is directed to a machine-implemented method 
that comprises, among other things, "propagating edits made to the first layer to a 
digital representation of the second layer to obtain an altered digital representation of 
the second layer." The applicant respectfully submits that Baar does not teach such 
aspects. Moreover, the Office Action on page 289 admits that Baar does not disclose 
"propagating edits made to the first layer of the overlaid image through to one or more 
remaining layers of the image." As such, the Office Action acknowledges that such 
aspects are not taught by Baar. 

Since Baar does not teach each and every aspect of claims 20, 21, 33, and 34, Baar 
does not anticipate claims 20, 21, 33, and 34. Withdrawal of the present rejection is 
earnestly solicited. 
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IV. Rejections Under 35 U.S.C. S 103 (Baar and Higgins) 

The Office Action rejected claims 1, 2, 14, 15, 36, 37, 48, and 49 under 35 U.S.C. 
§ 103(a) as being unpatentable over Baar in view of U.S. Pub. 2003/0052896 to Higgins et 
al., hereinafter "Higgins." Claims 1, 2, 14, 15, 36, and 48 have been amended. 
Allowance of claims 1, 2, 14, 15, 36, 37, 48, and 49 is earnestly solicited in light of the 
following. 

Each of claims 1, 2, 14, 15, 36, 37, 48, and 49 recites, among other things, "saving 
edits made to the presentations for the first layer and the second layer as one or more 
bookmarks that permit subsequent recall and application to the first layer and the 
second layer." The applicant respectfully submits that the proposed combination of 
Baar and Higgins does not teach or otherwise render obvious such aspects of claims 1, 
2, 14, 15, 36, 37, 48, and 49. Moreover, the Office Action on pages 295 and 296 in relation 
to claims 17-19 appears to acknowledge that the proposed combination of Baar and 
Higgins does not teach or otherwise render obvious such aspects. Accordingly, the 
applicant respectfully requests the present rejection of claims 1, 2, 14, 15, 36, 37, 48, and 
49 be withdrawn. 
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V. Rejections Under 35 U.S.C. S 103 (Baar, Higgins, and Diirsteler) 

The Office Action rejected claims 3, 4, 13, and 38 under 35 U.S.C. § 103(a) as 
being unpatentable over Baar in view of Higgins and "The digital magazine of 
InfoVis.net", 4/22/2002 of Diirsteler, hereinafter "Diirsteler." Claims 3, 4, and 13 have 
been amended. Each of claims 3, 4, 13, and 38 includes one of claims 1 and 36 as a base 
claim and is, therefore, allowable for at least reasons similar to those presented above in 
regard to its respective base claim. 

Moreover, claim 4 further recites "a fold control element configured to adjust a 
degree and direction of folding of the focal region relative to the base region." The 
proposed combination of Baar, Higgins, and Diirsteler does not teach or otherwise 
render obvious such aspects of claim 4. In regard to such aspects, the Office Action 
appears to rely upon the "Resize Focal Region" and "Move Lens" icons of Diirsteler. 
The applicant appreciates that such icons may permit resizing of the focal region and 
movement of the lens. However, Diirsteler appears to make no mention of folding. 
Moreover, the applicant respectfully submits that resizing the focal region and moving 
the lens does not effectuate folding of the focal region relative to the base region. As 
such, Diirsteler does not teach "a fold control element configured to adjust a degree and 
direction of folding of the focal region relative to the base region." The proposed 
combination, therefore, fails to arrive at claim 4. 
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For one or more of the above reasons, withdrawal of the present rejection of 
claims 3, 4, 13, and 38 is respectfully requested. 

VI. Rejections Under 35 U.S.C. S 103 (Baar, Higgins, Diirsteler, and Mullet) 

The Office Action rejected claims 5-7 and 39-41 under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Higgins, Diirsteler, and U.S. 5,638,523 to Mullet et al., 
hereinafter "Mullet." Claims 5-7 have been amended. Each of claims 5-7 and 39-41 
includes one of claims 1 and 36 as a base claim and is, therefore, allowable for at least 
reasons similar to those presented above in regard to its respective base claim. 
Withdrawal of the present rejection of claims 5-7 and 39-41 is earnestly solicited. 

VII. Rejections Under 35 U.S.C. § 103 (Baar, Higgins, Piirsteler, Mullet, and 
Carpendale) 

The Office Action rejected claims 8-12 and 42-45 under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Higgins, Diirsteler, Mullet, and "A Framework for 
Elastic Presentation Space", 1999 of Carpendale, hereinafter "Carpendale." Claims 8-12 
have been amended. Each of claims 8-12 and 42-45 includes one of claims 1 and 36 as a 
base claim and is, therefore, allowable for at least reasons similar to those presented 
above in regard to its respective base claim. Withdrawal of the present rejection of 
claims 8-12 and 42-45 is earnestly solicited. 
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VIII. Rejections Under 35 U.S.C. S 103 (Baar, Higgins, and Packingham) 

The Office Action rejected claims 17-19, 46, and 47 under 35 U.S.C. § 103(a) as 
being unpatentable over Baar in view of Higgins and U.S. Pub. 2003/0052896 to 
Packingham et al v hereinafter "Packingham." Claims 17, 18, and 46 have been 
canceled. Each of claims 19 and 47 includes one of claims 1 and 36 as a base claim and 
is, therefore, allowable for at least reasons similar to those presented above in regard to 
its respective base claim. Withdrawal of the present rejection of claims 19 and 47 is 
earnestly solicited. 

Certain aspects of canceled claims 17 and 18 were added to amended claim 1 and 
certain aspects of canceled claim 46 were added to amended claim 36. Thus, in the 
interested of expediting prosecution, the applicant elects to address certain aspects of 
amended claims 1 and 36, for which the Office Action appears to rely upon Packingham 
for a teaching. In particular, each of claims 1 and 36 recite "saving edits made to the 
presentations for the first layer and the second layer as one or more bookmarks that 
permit subsequent recall and application to the first layer and the second layer." 
Despite the Office Action's contentions to the contrary, the applicant respectfully 
submits that Packingham does not teach or otherwise render obvious such aspects of 
claims 1 and 36. 
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Packingham merely describes a bookmark management system that saves 
bookmarks, which relate a voice command to a VXML document. Such bookmarks 
merely provide a convenient means for navigating to a particular VXML document. 
The bookmarks, however, do not alter the referenced VXML document and merely 
provide a shortcut for retrieving such documents. See, Packingham, col. 14, line 54 
through col. 15, line 48. As such, Packingham does not teach saving edits made to the 
presentations for the first layer and the second layer of an image as bookmarks. 
Moreover, Packingham does make saving such edits as bookmarks obvious, especially 
since neither Baar nor Higgins disclose saving edits to presentations for a first layer and 
a second layer of an image. 

IX. Rejections Under 35 U.S.C. § 103 (Baar and Dursteler) 

The Office Action rejected claims 22, 23, and 32 under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Dursteler. Each of claims 22, 23, and 32 includes one 
of claims 1 and 36 as a base claim and is, therefore, allowable for at least reasons similar 
to those presented above in regard to its respective base claim. 

Withdrawal of the present rejection of claims 22, 23, and 32 is earnestly solicited. 
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X. Rejections Under 35 U.S.C. § 103 (Baar, Dursteler, and Mullet) 

The Office Action rejected claims 24-26 under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Dtirsteler and Mullet. Each of claims 24-26 includes 
20 as a base claim and is, therefore, allowable for at least reasons similar to those 
presented above in regard to claim 20. Withdrawal of the present rejection of claims 
24-26 is earnestly solicited. 

XI. Rejections Under 35 U.S.C. S 103 (Baar, Dtirsteler, Mullet, Carpendale) 

The Office Action rejected claims 27-31 under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Dursteler, Mullet, and Carpendale. Each of claims 
27-31 includes 20 as a base claim and is, therefore, allowable for at least reasons similar 
to those presented above in regard to claim 20. Withdrawal of the present rejection of 
claims 27-31 is earnestly solicited. 

XII. Final Matters 

As a final matter, the Office Action makes a number of statements regarding the 
pending claims; the Baar, Higgins, Dursteler, Mullet, Packingham, and Carpendale 
references; 35 U.S.C. § 101, 35 U.S.C. § 102, and 35 U.S.C. § 103; double patenting; and 
one of ordinary skill in the art that are moot in light of the previous remarks and/or 
amendments. Thus, the applicant has not addressed all of such statements at this time. 
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The applicant neither agrees nor disagrees with such statements and explicitly reserves 
the right to challenge such statements in the future should the need arise. 
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SUMMARY 

In summary, the applicant believes that the pending claims are in condition for 
allowance and courteously solicits a Notice of Allowability with respect to all pending 
claims. If the examiner disagrees or has questions regarding this submission, the 
applicant requests an Examiner Interview, in particular prior to the issuance of any 
Final Action. The examiner may contact the undersigned at 312-238-8600. 

The Commissioner is hereby authorized to charge additional fees or credit 
overpayments to the deposit account of McAndrews, Held & Malloy, Account No. 
13-0017. 

Dated: April 12, 2011 Respectfully submitted, 



/Jeffrey B. Huter/ 
Jeffrey B. Huter 
Reg. No. 41,086 

McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
Telephone: (312) 238-8600 
Facsimile: (312) 775-8100 
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